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DETAILED ACTION 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8-23 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

In claim 23, there is no clear antecedent basis for "the catalytic fluorination", "the 
gas phase". 

In claim 10, it is unclear if the limitation of "HF is first introduced" is for the HF in 
fluorination step or for the HF in the catalyst activation step; also, it is what "pure" 
compound is "at a temperature of less than 400°C". 

In claims 12 and 21, there is no antecedent basis for "the contact time". 

In claim 15, the limitation of "in the presence of an oxidizing agent, optionally 
oxygen or air" is indefinite because "oxygen or air" is an oxidizing agent, does the claim 
require an oxidizing agent in addition to "oxygen or air". 

In claims 18-20, it is unclear if "the temperature" is for the fluorination step or the 
activation step. 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 8-23 are rejected under 35 U.S.C. 102(b) as anticipated by or, in the 
alternative, under 35 U.S.C. 103(a) as obvious over Cheminal (5,523,500). 

Cheminal '500 discloses a process for fluorination of halogenated hydrocarbons 
by gas phase catalysis (note column 1 , lines 11-15). 

As disclosed in "Fluorination Examples", HF and 1-chloro-2,2,2-trifluoroethane 
(F133a) are used as the reactants (note column 10, lines 61-67). 

The catalyst is a catalyst based on nickel and chromium oxides (note claim 1 and 
Examples 1-5, 9, 11). 

In Examples 13-15, the HF/F133a ratio is from 3.8 to 4.2, the contacting time is 
from 3.8 to 4.1 seconds, the temperature is 350°C, the pressure is at atmospheric 
pressure, the reaction is carried in the absence of oxygen (note column 1 1 , lines 21-24 
and Table 1). 

In examples 16-17, the HF/F133a ratio is 5.1, the contacting time is from 19.6 to 
19.7 seconds, the temperature is 350°C, the pressure is at 1.5 MPa, the reaction is 
carried in the presence of oxygen (note column 12, lines 15-20 and Table 2). 
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In Examples 18-20, the HF/F133a ratio is from 3.9 to 4.0, the contacting time is 
from 4.0 to 4.8 seconds, the temperature is 350°C, the pressure is at atmospheric 
pressure, the reaction is carried in the absence of oxygen (note column 12, lines 53-56 
and Table 3). The catalyst can be regenerated by treatment under air at 300°C for 24 
hours (note column 12, lines 57-61). 

The process of Cheminal '500 anticipates the claimed process. 

Alternatively, if there is any difference due to the product-by-process limitations, 
the process limitations in claims 1-10, 18 are noted. However, when the examiner has 
found a substantially similar product as in the applied prior art, the burden of proof is 
shifted to applicant to establish that their product is patentably distinct and not the 
examiner to show the same process of making. In re Brown, 173 USPQ 685 and In re 
Fessmann, 180 USPQ 324. 

Claims 8-23 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Cheminal '500. 

Cheminal '500 discloses/a process as stated in the above rejection. 

For other halogenated hydrocarbon beside the exemplified 1-chloro-2,2,2- 
trifluoroethane (F1 33a), it would have been obvious to one of ordinary skill in the art to 
use other reactants in the process of Cheminal '500 as long as such reactants are 
halogenated hydrocarbons that can be fluorinated by HF. 
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For other values for fluorination temperature, contacting time, etc., it would have 
been obvious to one having ordinary skill in the art at the time the invention was made 
to choose the instantly claimed ranges through process optimization, since it has been 
held that there the general conditions of a claim are disclosed in the prior art, 
discovering the optimum or workable ranges involves only routine skill in the art. See In 
re Boesch, 205 USPQ 215. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Ngoc-Yen M. Nguyen whose telephone number is (571) 

272- 1356. The examiner is currently on a Part time schedule. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Stanley Silverman can be reached on (571) 272-1358. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Ngoc-Yen M. Nguyen 
Primary Examiner 
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